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DETAILED ACTION 

1. The Office substantially maintains the previous rejections of the claims under 35 USC § 
103(a), in light of the amendment. 



Response to Arguments 
2. Applicant's arguments filed 7/20/07 have been fully considered but they are not 
persuasive. 

Regarding the previous rejection of the claims under 35 USC § 103(a), Applicant argues 
on page 7 that the Tso reference does not teach determining an order for adapting documents 
based upon a frequency of access to the documents, and then adapting the documents in the 
determined order before receiving a request for a second document. 

The Office respectfully disagrees, noting that the references as a whole teach the 
limitations as recited. Tso has been recited for its teachings of the use of frequency access 
information to calculate document popularity. See Tso col. 7 line 66 - col. 8 line 7. • 
Additionally, both the Makipaa and Spyglass references teach document adaptation based upon 
terminal characteristics. See Makipaa Figure 3 #160 and col. 3 lines 14-20 and col. 6 lines 28- 
40, teaching the reception of terminal characteristics, col. 6 line 66 - col. 7 line 2, discussing 
transmission of terminal type from a user. Also see Spyglass page 2 in #4 discussing the 
conversion of data into the best format for the device. 



Application/Control Number: 09/942,569 Page 3 

Art Unit: 2162 

Regarding the previous rejection of the claims under 35 USC §103(a), Applicant argues 
on page 7 that the combined teachings of Tso and Makipaa references is improper because such a 
combination would not result in the requested document being adapted before the user requests 
the document. 

The Office respectfully disagrees that the combined teachings are improper. It is noted 
that the claim language recites adapting before a second request. Tso teaches pre-fetching (i.e., 
storage of documents) based upon popularity, whereas Makipaa teaches adaptation after the 
users' first request of the document. It is further noted that the Spyglass reference also teaches 
checking storage for previously requested converted document. See Spyglass page 5 in the first 
two paragraphs under "Content Converter and Cache" discussing content conversion and 
checking the cache for previously requested converted documents, and page 2 in #4 discussing 
the conversion of data into the best format for the device. 

Regarding the previous rejection of the claims under 35 USC § 103(a), Applicant argues 
on pages 7-8 that the Spyglass reference fails to teach adapting documents in which the 
frequency of access is higher than a threshold. 

The Office respectfully disagrees, noting that the references as a whole teach the 
limitation, as recited. The Spyglass reference was primarily relied upon for its teachings of 
selecting among previously cached, adapted documents. Tso and Makipaa were relied upon for 
their teachings regarding the use of frequency of access probability to determine which 
documents to prefetch, and the use of user terminal characteristics for document adaptation. 
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For at least these reasons, the Office asserts the rejections of the claims as set forth 

below. 

Continued Examination Under 37 CFR LI 14 

3 . A request for continued examination under 37 CFR 1 . 1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 7/20/07 has been entered. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 19 and 21-24 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Tso (US Patent No. 6,959,318 filed Mar. 6, 1998 and issued Oct. 25, 2005, hereafter referred to 
as "Tso") view of Makipaa et al. (US Patent No. 6,556,217 filed Jun. 1, 2000 and issued Apr, 29, 
2003, hereafter referred to as "Makipaa") and further in view of "Spyglass Prism: Concepts and 
Applications", Spyglass, Inc., © 1997, pp. i-ii and 1-8, hereafter referred to "Spyglass". 
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Regarding independent claim 19: Tso discloses: A server for providing a document 
via a network, (See Tso Abstract and Figure 1 .) comprising: determining means for 
determining an order for adapting documents for outputting the documents according to a 
frequency of access to the documents; (See Tso col. 7 lines 50-51, teaching the probability that 
a page will be accessed, and col. 7 line 65 - col. 8 line 7, discussing the use of "access frequency 
information" to determine how popular a link is.) in which the frequency of access is higher 
than a threshold; (See Tso col. 7 lines 57-60 in the context of col. 7 lines 45-51 teaching the use 
of a "cut off' value reflecting link/document popularity.) and sending means for sending the . 
second document read out by the reading means to the user terminal. (See Tso Figure 1, shows 
a full duplex communication path between client 20 and server 35 via the Internet.) 

However, Tso does not explicitly disclose the remaining limitations as claimed. 
Makipaa, though, discloses receiving means for receiving a first request for access to a first 
document from a user terminal (See Makipaa Figure 4 #170 and #220 teaching the 
sending/receiving of content requests via a user device #30.) acquiring means for acquiring 
characteristics related to the user terminal contained in said first access request; (See Makipaa 
Figure 3 #160 and Figure 4 #160 in the context of col. 3 lines 14-20 and col. 6 lines 28-40, 
teaching the reception of terminal characteristics. Also see col. 6 line 66 - col. 7 line 2, 
discussing transmission of terminal type from a user.) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Makipaa for the benefit of Tso, because to do so would have allowed a 
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user to view content regardless of the user's terminal screen size, as taught by Makipaa in the 
Abstract. These references were all applicable to the same field of endeavor, i.e., transcoding of 
networked-served documents. 

Additionally, Tso does not explicitly disclose the remaining limitations as claimed. 
Spyglass, though, discloses selecting means for selecting documents to be adapted according to 
the determined order; (See Spyglass page 3 section entitled "Caches content", discussing faster 
response time for popular documents.) adapting means for adapting for output, in accordance 
with the acquired characteristics related to the user terminal, the selected documents in said 
determined order before receiving a second request for access to a second document, wherein 
the adapting means adapts for output documents (See Spyglass page 5 in the first two 
paragraphs under "Content Converter and Cache", discussing content conversion and checking 
the cache for previously requested converted documents.) receiving means for receiving a 
second request for access to a document; (See Spyglass page 4 "HTTP Server Core" section, 
discussing support for many Web clients. Also see Spyglass page 5 in the first two paragraphs 
under "Content Converter and Cache", discussing checking the cache for previously requested 
converted documents.) reading means for reading out the second document, which has been 
adapted by the adapting means upon reception of the second request for access to the second 
document; (See Spyglass page 5 in the first two paragraphs under "Content Converter and 
Cache", discussing content conversion and checking the cache for previously requested 
converted documents.) 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Spyglass for the benefit of Tso in view of Makipaa, because to do so 
would have allowed a system designer to adapt PC-formatted content for display on PDAs and 
other devices, as taught by Spyglass in the first paragraph under "Introducing Spyglass® Prism" 
on page 2. These references were all applicable to the same field of endeavor, i.e., transcoding 
of networked-served documents. 



Regarding claim 21, Tso discloses adapting all server documents. (See Tso col. 6 lines 
49-60, discussing transcoding all documents by a proxy server.) 

Regarding claim 22, Tso does not explicitly disclose these limitations. Makipaa, 
though, discloses the use of screen size user terminal characteristics. (See Makipaa Abstract, 
teaching the use of terminal screen size, and col. 3 lines 14-19, discussing calculation of display 
space based upon user terminal screen size.) 

Independent claim 23 is directed to a method implemented by the means of the server of 
independent claim 19. As such, this claim is substantially similar to claim 19 and likewise 
rejected. 
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Claim 24 is directed to a computer readable storage medium storing a computer program 
to implement the method of claim 23. As such, this claim is substantially similar to claim 23 and 
likewise rejected. 
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Conclusion 



Contact Information 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Stevens whose telephone number is (571) 272-4102. The 
examiner can normally be reached on M-F 6:00 - 2:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene can be reached on (571) 272-4107. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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